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Patent and Trademark Office, Commerce § 1.489

§ 1.485 Amendments by applicant dur-
ing international preliminary exam-
ination.

(a) The applicant may make amend-
ments at the time of filing of the De-
mand and within the time limit set by
the International Preliminary Examin-
ing Authority for response to any noti-
fication under § 1.484(b) or to any writ-
ten opinion. Any such amendments
must:

(1) Be made by submitting a replace-
ment sheet for every sheet of the appli-
cation which differs from the sheet it
replaces unless an entire sheet is can-
celled, and

(2) Include a description of how the
replacement sheet differs from the re-
placed sheet.

(b) If an amendment cancels an en-
tire sheet of the international applica-
tion, that amendment shall be commu-
nicated in a letter.

[58 FR 4346, Jan. 14, 1993]

§ 1.488 Determination of unity of in-
vention before the International
Preliminary Examining Authority.

(a) Before establishing any written
opinion or the international prelimi-
nary examination report, the Inter-
national Preliminary Examining Au-
thority will determine whether the
international application complies
with the requirement of unity of inven-
tion as set forth in § 1.475.

(b) If the International Preliminary
Examining Authority considers that
the international application does not
comply with the requirement of unity
of invention, it may:

(1) Issue a written opinion and/or an
international preliminary examination
report, in respect of the entire inter-
national application and indicate that
unity of invention is lacking and speci-
fy the reasons therefor without extend-
ing an invitation to restrict or pay ad-
ditional fees. No international prelimi-
nary examination will be conducted on
inventions not previously searched by
an International Searching Authority.

(2) Invite the applicant to restrict
the claims or pay additional fees,
pointing out the categories of inven-
tion found, within a set time limit
which will not be extended. No inter-
national preliminary examination will
be conducted on inventions not pre-

viously searched by an International
Searching Authority, or

(3) If applicant fails to restrict the
claims or pay additional fees within
the time limit set for response, the
International Preliminary Examining
Authority will issue a written opinion
and/or establish an international pre-
liminary examination report on the
main invention and shall indicate the
relevant facts in the said report. In
case of any doubt as to which invention
is the main invention, the invention
first mentioned in the claims and pre-
viously searched by an International
Searching Authority shall be consid-
ered the main invention.

(c) Lack of unity of invention may be
directly evident before considering the
claims in relation to any prior art, or
after taking the prior art into consid-
eration, as where a document discov-
ered during the search shows the inven-
tion claimed in a generic or linking
claim lacks novelty or is clearly obvi-
ous, leaving two or more claims joined
thereby without a common inventive
concept. In such a case the Inter-
national Preliminary Examining Au-
thority may raise the objection of lack
of unity of invention.

[52 FR 20049, May 28, 1987, as amended at 58
FR 4346, Jan. 14, 1993]

§ 1.489 Protest to lack of unity of in-
vention before the International
Preliminary Examining Authority.

(a) If the applicant disagrees with the
holding of lack of unity of invention by
the International Preliminary Examin-
ing Authority, additional fees may be
paid under protest, accompanied by a
request for refund and a statement set-
ting forth reasons for disagreement or
why the required additional fees are
considered excessive, or both.

(b) Protest under paragraph (a) of
this section will be examined by the
Commissioner or the Commissioner’s
designee. In the event that the appli-
cant’s protest is determined to be justi-
fied, the additional fees or a portion
thereof will be refunded.

(c) An applicant who desires that a
copy of the protest and the decision
thereon accompany the international
preliminary examination report when
forwarded to the Elected Offices, may
notify the International Preliminary
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